UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF MICHIGAN
SOUTHERN DIVISION

COMERICA INCORPORATED,
a Delaware corporation,

Plaintiff,
Case No. 02-71862

HONORABLE AVERN COHN

FIFTH THIRD BANKCORP, a bank
holding company, FIFTH THIRD
BANK, a Michigan charter bank, and
FIFTH THIRD BANK, an Ohio
charter bank,

Defendants.

DECISION'

'What follows are the findings of fact and conclusions of law required by Fed. R.
Civ. P. 52.
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Px2D

Dx28

Px18A

Dx10

Px10

Px11A

Px12

ATTACHED EXHIBITS

a print advertisement by Comerica displaying Home Equity Flexline and
Comerica on separate lines

a print advertisement of Comerica displaying Comerica Home Equity
FlexLine on a single line

a print advertisement of Fifth Third displaying Equity FlexLine and Fifth
Third Bank on separate lines

a print advertisement of Fifth Third displaying Fifth Third and Equity
FlexLine on a single line

a list of the 20 largest banks in Michigan offering a home equity loan
product and the name under which it is marketed

a list of the use of FLEXLINE by banks in the United States offering a
home equity line of credit

a list of the use of FLEXLINE to refer to products other than financial
products/services



[. Introduction
A. Background

This is a trademark case claiming infringement in violation of section 43 of the
Lanham Trade-Mark Act (the Lanham Act), 15 U.S.C. § 1125(a) and M.C.L.A. §
429.4(a).

Plaintiff Comerica Incorporated (Comerica) is a commercial bank headquartered
in Detroit, Michigan with a major presence in the lower half of the lower peninsula of
Michigan. It also operates in two other states. Defendants Fifth Third Bankcorp, Fifth
Third Bank, a Michigan charter bank, and Fifth Third Bank, an Ohio charter Bank
(collectively, Fifth Third) is a commercial bank headquartered in Cincinnati, Ohio with a
significant presence in the lower peninsula of Michigan. It also operates in seven other
Midwestern states.

Comerica asserts a prior right to the use of the trademarks FLEXLINE, EQUITY
FLEXLINE, HOME EQUITY FLEXLINE and COMERICA’S HOME EQUITY FLEXLINE?
in conjunction with the home equity loan product offered by both parties in the areas of
Michigan in which the parties compete. A home equity loan product is basically a
flexible line of credit secured by the borrower’s equity in the borrower’s home through a
second mortgage.® Fifth Third, while recognizing Comerica’s first use of the phrase

FLEXLINE in Michigan, asserts Comerica has no ownership rights in FLEXLINE or any

As will be discussed FLEXLINE, EQUITY FLEXLINE and HOME EQUITY
FLEXLINE are not used as stand alone phrases. Also, on occasion the terms are in all
capital letters and other times displayed with initial capital letters only. In this Decision
the phrases will be displayed in all capital letters.

3See GAO/GGD-98-169 High-Loan-To-Value Lending, a report of the United
States General Accounting Office dated August 13, 1998.



combination of words of which FLEXLINE is included as described above essentially
because of the popularity of its use nationally by commercial banks in connection with
offerings of retail lines of credit, including home equity loans, and particularly because
there is no likelihood of confusion by potential borrowers in selecting either Comerica or
Fifth Third.
B. The Preliminary Injunction
Comerica filed suit on May 9, 2002, requesting injunctive relief and damages.
On November 8, 2002, the Court held a hearing on Comerica’s motion for a preliminary
injunction. Because of the erroneous belief at the conclusion of the hearing that Fifth
Third pirated the use of FLEXLINE upon coming to Michigan some two years after
Comerica began its use, the Court issued a preliminary injunction on November 13,
2002. The injunction limited Fifth Third to the use of FLEXLINE as follows:
.. . when defendants publicly use in the lower peninsula of
Michigan the phrase “FIFTH THIRD EQUITY FLEXLINE” in
connection with a home equity line of credit loan product, all
words must appear in the same typeface and size and on
the same line of text and defendants shall not use the
phrase “FIFTH THIRD EQUITY FLEXLINE” in a manner that
gives prominence to any one or more of these words over
the others. This shall not apply to Fifth Third’s web site.
On December 16, 2002, the parties by stipulation modified the injunction to allow
Fifth Third greater flexibility in the use of FLEXLINE.
C. The Dissolution of the Injunction
On January 10, 2003, the Court held a one-day testimonial hearing.

On January 29, 2003, the Court, in a telephone hearing, said it would dissolve

the preliminary injunction, stating:



This injunction was issued after an evidentiary hearing
in which the Court concluded that there was substantial
evidence, . . . in the vernacular, that Fifth Third had cribbed
Equity Flexline from Comerica and introduced it into this
market in an effort to imitate Comerica. The evidence as it
stands now . . . leads to the . . . tentative conclusion that its
use of Equity Flexline was developed independently of
Comerica’s use and that it was developed to be used with all
of its banking centers in a multistate area of which Michigan
was one of them and at the time it acquired Old Kent it
simply adapted . . . - - its advertising . . . to conform with its
advertising in other states, and since there’s no indication
that it targeted . . . Comerica’s business in an effort to take
business from Comerica [and] it appears that had all of this
been known at the time that the preliminary injunction was
signed it never would have been signed. [U]nder the
circumstances | will sign an order dissolving the preliminary
injunction.

On January 30, 2003, the Court entered an order to that effect.
D. Decision
For the reasons which follow, Comerica will be denied relief and the case
dismissed. The use of the housemark of each of the parties, i.e. COMERICA and
FIFTH THIRD in either juxtaposition to FLEXLINE or in close proximity is sufficient to
distinguish each party’s home equity loan product. FLEXLINE has been used in the

United States since 1993 by financial institutions offering retail lines of credit.* There is

“The Court’s search of the LEXIS makes it appear that FLEXLINE was first used
by FHLB of Pittsburgh in 1991. A January 20, 1992 story in the Pittsburgh Business
Times & Journal states:

Last August the local FHLB introduced “Flexline.” The
program provides short term, low-interest, no fee advances
to FHLB members.

In the record, the first use of FLEXLINE for a retail line of credit appears to be by U.S.
Bank of Washington, National Association, on February 11, 1993 (Dx27).



no customer confusion in Michigan as to the financial institutions using FLEXLINE.

There is no exclusive right to use.

Il. The Trial

The trial record consists of the testimony and exhibits at the hearing on the

preliminary injunction on November 8, 2002 and the one day testimonial hearing on

January 10, 2003.

A. The Witnesses

1.

Witnesses at the two days of hearings for Comerica included:

Lori Richard - a senior employee of Comerica’s outside advertising agency
with supervisory responsibility for billing, buying, planning and production
of Comerica’s media advertising for its home equity loan product

Sharon Giannangeli - a senior Comerica employee and manager of
Comerica’s home equity loan product

Marianne Winter - vice-president for marketing of Comerica and
responsible for marketing Comerica’s home equity loan product

2.

Witnesses for Fifth Third included:

Larry Magnesen - marketing director for Fifth Third in Western Michigan
familiar with the launch of Fifth Third’s home equity loan product in
Michigan

Nancy Elkus - vice-president and manager of Fifth Third’s consumer loan
products which includes its home equity loan product
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- Diane Matheson - a marketing specialist for Fifth Third and responsible for
choosing FLEXLINE as the name for Fifth Third’s home equity loan
product

- Sarah Gutfreund - a vice-president of Fifth Third and responsible for
converting the marketing systems of banks acquired by Fifth Third to its
style of marketing

- Joseph Chapline - retail marketing manager for Fifth Third.

The Fifth Third witnesses testifying at the January 10, 2003 hearing came from
Fifth Third’s national headquarters in Cincinnati and testified from the perspective of
Fifth Third’s overall operations. Magnesen, however, who testified for Fifth Third at the
November 8, 2002 hearing, and had no knowledge of such operations.

B. The Exhibits
1.

Comerica introduced thirty-eight exhibits into evidence. They included
comprehensive examples of the advertising for its home equity loan product and use of
FLEXLINE in print media, radio, television and the internet. They also comprised
examples of amounts spent, customer response to the advertising including its volume
of home equity loans, examples of the use of FLEXLINE by other than commercial
banks for various credit products including home equity loans, and Fifth Third’'s
advertisements for its home equity loan product and use of FLEXLINE. Also included
was a detailed history of Fifth Third coming to Michigan through the acquisition of local
banks, correspondence, and trademark applications by itself and Fifth Third.

2.
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Fifth Third introduced twenty-eight exhibits into evidence which were generally
similar to those introduced by Comerica.

3.

Following the January 10, 2003 hearing and at the Court’s request, the parties
lodged with the Court their pending applications with the United States Patent and
Trademark Office for registration of FLEXLINE and COMERICA’'S HOME EQUITY
FLEX LINE by Comerica and FIFTH THIRD EQUITY FLEXLINE by Fifth Third. There is
no need to go into detail of what each party states in its papers before the Trademark
Office. Suffice to say that the pending applications and the parties’ statements to the
Trademark Office have no relevance to the issues in the case other than as admissions.
The issues in the case are to be resolved by the legal principles relating to trademark
rights under section 43 of the Lanham Act.

4.
Of particular significance to the decision here are the following exhibits:
- Px2D (copy attached) - a print advertisement by Comerica displaying
Home Equity Flexline and Comerica on separate lines
- Dx28 (copy attached) - a print advertisement of Comerica displaying
Comerica Home Equity FlexLine on a single line
- Px18A (copy attached) - a print advertisement of Fifth Third displaying
Equity FlexLine and Fifth Third Bank on separate lines
- Dx10 (copy attached) - a print advertisement of Fifth Third displaying Fifth
Third and Equity FlexLine on a single line
- Px10 (copy attached) - a list of the 20 largest banks in Michigan offering a
6



home equity loan product and the name under which it is marketed
- Px11A (copy attached) - a list of the use of FLEXLINE by banks in the
United States offering a home equity line of credit®

- Px12 (copy attached) a- list of the use of FLEXLINE to refer to products

other than financial products/services

- Dx21 (not attached) - a Trademark Search Report dated July 20, 2000 of

the word FLEXLINE. It does not list Comerica
5.

There was no testimonial or documentary evidence introduced by either party as
to customer response to media advertising, choice of bank, or confusion. Also, there
was no evidence that FLEXLINE has a secondary meaning.

FLEXLINE is a shorthand way to call attention to a flexible line of bank credit and
is descriptive of the intended purpose and feature of the banking service being offered.
C. A Difficulty

A difficulty pervading this case is precisely what trademark is involved. Each
party uses FLEXLINE in its advertising. While there are differences in each party’s
home equity loan product, overall each product is the same. FLEXLINE is used in
advertising to attract a customer’s attention to a bank offering a home equity loan
product. FLEXLINE is always a part of the text of the advertisement, whether print,

radio, television or the internet. FLEXLINE is not used as a stand alone phrase to

°This list fleshes out a list of the same banks filed by Fifth Third in its initial brief
filed August 22, 2002 in opposition to Comerica’s motion for preliminary injunction.
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reference an anonymous source.® Each advertisement whether print, radio, television
or the internet also prominently displays the party’s house mark, i.e. COMERICA or
FIFTH THIRD.

The difficulty comes in the varying relationships between the party’s house mark
and FLEXLINE in the text of advertisements. Comerica sometimes uses FLEXLINE on
the same line as COMERICA and other times in close proximity. Comerica also
sometimes uses EQUITY FLEXLINE and HOME EQUITY FLEXLINE. Fifth Third does
the same; although it appears Fifth Third always uses EQUITY FLEXLINE and not
FLEX LINE.

D. Post-Trial
1.

Post-trial the Court inquired of the parties:

| am confused about what the dispute in this case is
about. Fifth Third says it is comparing the similarity between
“Comerica’s Home Equity Flexline” and “Fifth Third’s
Flexline” and the term “flexline” is always used in conjunction
with a party’s house mark.

This seems to suggest that neither party uses
“Flexline” as a stand alone word and that whether the word
is “Flex Line” or “Flexline” is irrelevant as are the words
“Home Equity Flexline” or “Home Equity Flex Line” and
“Equity Flexline” or “Equity Flex Line.”

While the house mark and “Flexline [etc.]” may not
necessarily be continuous the house mark must be

positioned such that the reader/listener/observer invariably
must associate “Flexline [etc.]” with the house mark, i.e.

®See Key West Fragrance & Cosmetic Factory, Inc. v. The Mennen Company,
216 U.S.P.Q. 168, 170 (1982)(“Trademarks are intended to designate a single, albeit an
anonymous source.”)




either Comerica’s or Fifth Third. Is that so?
Comerica responded:

Comerica has used, and continues to use, “Flexline,”
“Equity Flexline” and “Home Equity Flexline” as stand alone
terms.

... . In each of [the] advertising campaigns, there
were references to Comerica but they were much less
prominent than “Flex Line.”

The first statement is not accurate. The second statement is accurate.
Comerica also said:

. . . that whether the mark is “FlexLine” or “Flex Line” is
largely irrelevant for purposes of this litigation. . . . the marks
‘Flex Line,” “FlexLine,” “Home Equity Flex Line,” “Home
Equity FlexLine,” “Equity Flex Line” and “Equity FlexLine” are
all essentially identical for purposes of the likelihood of
confusion analysis. In each case, “FlexLine” is the dominant
portion of the mark. . . .

and

... when Comerica or Fifth Third advertises its home equity
line of credit, each must use its house mark to let the
consumer know where to acquire the product. To this
extent, both parties use their house marks in advertisements
so that the reader/listener/observer will associate the
FlexLine product with the company offering the product. . . .

In nearly every product advertisement, the name of
the company offering the product must also appear in the
advertisement at some point . . .

Fifth Third’s response to the Court’s inquiry stated:
Both parties use the word Flexline, Flex Line, Flex
line, or similar derivative only in conjunction with their strong

house marks. . . . “the house mark must be positioned such
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that the reader/listener/observer invariably must associate
‘Flex line, etc.” with the house mark.” . . .

This dispute is about the use of the phrase FLEXLLINE, not as a stand alone
trademark, but in close proximity to the house mark of each of the parties. Therefore,
the comparison for purposes of deciding the right to use is essentially between the use
of the phrase FLEXLINE in close proximity to a housemark for a home equity loan
product offered by a bank in Michigan.

2.

Each party also filed proposed findings of fact (without a table of contents) and a
brief. Comerica filed a reply brief.

The post-trial filings were excessive particularly the proposed findings of fact.
Comerica’s proposed findings of fact contains 137 numbered paragraphs with simply
too much text devoted to the extent of its advertising and the dollars spent promoting its
home equity loan product and use of FLEXLINE in its varied forms of advertising. None
of this is in dispute. While Fifth Third’s proposed findings of fact runs only 31 numbered
paragraphs they chose to include 85 pages of transcript. The reasons for this are not
clear.

IV. The Positions of the Parties
A. Comerica

Comerica places great emphasis on the amount of money it has spent in
advertising its home equity loan product using FLEXLINE as part of each advertisement
and the success of the product in the market place. Comerica argues that this success

is largely due to the use of FLEXLINE in its advertising. Comerica concedes, however,
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that the expenditure of advertising money and the amount of its home equity loan
product business is not related solely to the use of FLEXLINE (customers are attracted
to Comerica presumably for a variety of reasons. The record is silent as to why a
customer chooses Comerica over other banks). Comerica says:

The use of the Flex Line mark is a valuable marketing
tool that is designed to grab the Consumer’s attention,
generate interest in the product and attract consumers to a
branch. This is precisely why 2 of the parties [each] have
emphasized their mark in their advertisements for home
equity line of credit.

Comerica’s expenditure of millions of dollars
advertising a home equity line of credit under the Flex Line
more educated the Michigan public about the benefits of a
Flex Line home equity line of credit and created consumer
familiarity with that term in Michigan.

Comerica acknowledges that “by the time a person
applies for a home equity line of credit with either party that
person knows with whom he/she is dealing.”

B. Fifth Third
Fifth Third says:

Comerica suggests that all dollars spent on advertising its
second mortgage product should count as an “investment” in
the word Flexline. Comerica introduced absolutely no
evidence from any expert or lay witness of any nexus
between advertising dollars spent and value generated in the
Flexline mark. In addition, the suggestion that all dollars
generate 100% value in the Flexline mark defies logic.
Comerica was not simply advertising a word, but rather a
product. The advertising did not focus on the word Flexline,
but rather the features of the second mortgage product.
Most importantly, squarely in line with the reasoning why
there is no claim here, the advertising always featured the
house mark “Comerica” as well, and promoted it as a bank
with full and unique services. These dollars spent, and the
growth in the product, cannot be presumed to be solely
related to the use of the word “Flexline.”

11



IV. Initial Findings’
1.

FLEXLINE first appeared in the United States in advertising a retail line of credit
on February 1, 1993 by United States Bank of Washington, D. C. relating to its
promotion of credit financing. Over the years since multiple banks have used
FLEXLINE in advertising retail financial products including home equity loan financing.

2.

Comerica began using FLEXLINE in August 1998 with the launch of a new home
equity line of credit. The press release announcing the launch stated in its headline
“Comerica Bank to Introduce Home Equity Flexline” and used that phraseology
throughout the release. While Comerica appears to argue its use of FLEXLINE was an
original thought, such is not the case. Since August 1998, Comerica has extensively
advertised its home equity loan product in print media, radio, television and on the
internet. It has spent several millions of dollars doing so and has found its home equity
loan product to be a profitable source of business. All Comerica advertisements in
whatever form feature FLEXLINE as a part of the text. Comerica has no consumer
surveys or marketing opinions as to consumer perception and associations of
FLEXLINE with its house mark COMERICA. Comerica has no customer surveys or
other data to establish precisely what it is about Comerica’s advertisements of its home
equity loan product that accounts for its success or what it is in the advertisements that

accounts for the business they presumably attract. Each time a customer obtains a

"Additional findings are included in Part V, infra, without being so denominated.
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home equity loan he or she (or both) must come to a Comerica branch. There is a fair
amount of paperwork to process. The customer has three days after signing the
necessary papers to rescind the transaction.

More particularly, Sharon Giannangeli testified as follows:®

FIFTH THIRD COUNSEL.: . . . is it your understanding that
on this third page of Exhibit 28 the use of the Comerica logo
a couple of inches away from Home Equity Flexline is close
enough proximity to distinguish it from anybody else’s Home
Equity Flexline?

THE WITNESS: Yes.
THE COURT: You wouldn’t expect if you were just
advertising Flexline, . . ., home equity loans, . . . that people

would know it was Comerica?

THE WITNESS: Correct. It would have to be in the context
of some document that has the Comerica logo on it, yes.

THE COURT: ... You would never think of advertising
Flexline, call a telephone number, period.

THE WITNESS: Not unless the Comerica logo was with that,
THE COURT: ... And so people would know that it was
Comerica they were contacting?

THE WITNESS: Right.

THE COURT: You don’t have these big signs easy credit,
call a telephone number period, right?

THE WITNESS: Correct.

THE COURT: ... You always have Comerica so they know

8January 10, 2003 Transcript at p. 96-97.
13



it's Comerica:
THE WITNESS: Yes.
3.

Fifth Third operates banks in eight states in the Midwest. Its headquarters staff
in Cincinnati exercises a significant amount of control over each state’s operations.
Advertising is generally uniform throughout the eight states. Fifth Third began a program
of acquiring banks in Michigan, principally in the western half of the lower peninsula, in
1999. Fifth Third began the use of FLEXLINE in advertising its home equity loan
product in April 2001. The press release announcing the launch is headed “Fifth Third
Bank Launches Equity Flex Line.” For more than a year prior Fifth Third extensively
researched the advisability of offering a home equity loan product and the best name to
use in its advertising including a trademark search and on advice of counsel. All of the
work was done in Cincinnati including a trademark search and on advice of counsel.
There is no evidence that Fifth Third sought to trade on Comerica’s use of FLEXLINE or
was even aware of Comerica’s use of the phrase. Fifth Third also asserts the use of
FLEXLINE was an original thought. Again, this is not the case.

V. Analysis
A. Trademark Law Generally
1.
Generally speaking, trademark law is intended primarily to benefit the consumer.

As stated in 3 J. McCarthy, McCarthy on Trademarks and Unfair Competition §2:33:

Trademark law insures that brand information received by
the consumer is accurate: “By insuring correct information in
the market place, the [trademark] laws reduce losses caused

14



by misunderstanding and deceit and they permit consumers
and merchants their own welfare confident that the
information presented is truthful.” (citation omitted)

See also Qualitex Co. v. Jacobson Products Co., Inc., 514 U.S. 159, 163-64

(1995) (“In principle, trademark law, by preventing others from copying a source-
identifying mark . . . ‘reduce[s] the consumer’s costs of shopping and making
purchasing decisions.” (citations omitted)).
2.
The merits of the case are governed by section 43 of the Lanham Act, 15 U.S.C.
§ 1125(a),’ which “was intended to make ‘actionable the deceptive and misleading use
of marks’ and ‘to protect persons engaged in . . . commerce against unfair competition.”

Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 767-68 (1992) (quoting § 45, 15

U.S.C. § 1127).
To establish a right under section § 1125(a), a plaintiff must show: (1) ownership
and continuous use of a specific trademark in connection with specific services, (2)

secondary meaning if the mark is descriptive, and (3) a likelihood of confusion among

Section 1125(a) reads in pertinent part:

(1) [a]ny person who ... uses in commerce any word, term,

name, symbol, or device, or any combination thereof, or any

false designation of origin, false or misleading description of

fact, or false or misleading representation of fact, which

(A) is likely to cause confusion, or to cause mistake, or to deceive
as to the affiliation, connection, or association of such person with
another person, or as to the origin, sponsorship, or approval of his
or her goods, services, or commercial activities by another person

shall be liable in a civil action by any person who believes that he or she is likely to be
damages by such act.

15



consumers resulting from defendant’s use of its mark. See Homeowners Group, Inc. v.

Home Marketing Specialists, Inc., 931 F.2d 1100, 1105 (6™ Cir. 1991). The standard is

the same under Michigan law. See Carson v. Here’s Johnny Portable Toilets, Inc., 698

F.2d 831, 833 (6™ Cir. 1983); Schreiber Mfg. Co. v. Saft America, Inc., 704 F. Supp.

759, 769 (E.D. Mich. 1989); Empire Nat. Bank of Traverse City v. Empire of America

FSA, 559 F. Supp. 650, 654 (W.D. Mich. 1983).
B. Ownership and Continuous Use of the Mark

Trademark ownership arises from actual use in the market, and priority of

ownership stems from priority of continuous use. Homeowners Group, 931 F.2d at
1105. Fifth Third does not dispute that Comerica used FLEXLINE in its advertising for a
home equity loan product first in Michigan or that it has done so continuously.
C. Distinctiveness and Corresponding Protection
1.
The level of trademark protection corresponds to the distinctiveness of the mark.
A mark is entitled to trademark protection if it is inherently distinctive, or if it has

acquired distinctiveness. Two Pesos, Inc., 505 U.S. at 767-68. “Marks are often

classified in categories of generally increasing distinctiveness; . . . (1) generic; (2)

descriptive; (3) suggestive; (4) arbitrary; or (5) fanciful.” 1d. at 768 (citing Abercrombie &

Fitch Co. v. Hunting World Inc., 537 F.2d 4, 9 (2d Cir. 1976)).

“Marks that constitute a common descriptive name are referred to as generic. A
generic term is one that refers to the genus of which the particular produce is a species.

Generic terms are not registrable . . .” Park ‘N Fly, Inc. v. Dollar Park and Fly, Inc., 469

U.S. 189, 194 (1985) (internal citations omitted).
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“Marks which are merely descriptive of a product are not inherently distinctive.”

Two Pesos, Inc., 505 U.S. at 769. Descriptive marks describe the qualities or

characteristics of a good or service. Park ‘N Fly, Inc., 469 U.S. at 194. In general they

cannot be protected, but a descriptive mark may be registered if it has acquired
secondary meaning, “i.e., it ‘has become distinctive fo the applicant’s goods in
commerce.”” Id. at 194 (quoting §§ 2(e),(f), 15 U.S.C. §§ 1052(e), (f)).

“The latter three categories of marks, because of their intrinsic nature serves to

identify a particular source of a product, are deemed inherently distinctive and are

entitled to protection.” Two Pesos, Inc., 505 U.S. at 767-68. Suggestive marks
communicate something about the product without describing it. Fanciful marks are
created by combining existing words, prefixes, and suffixes, to form a new words, such
as the mark MICROSOFT. Arbitrary marks are pre-existing words that have no prior
connection with the type of products with which they are being used, such as the mark
APPLE for computers.

2.

Comerica asserts that FLEXLINE is an inherently distinctive mark, either
because it is fanciful (a combination of two pre-existing words) or because it is
suggestive. Fifth Third, in connection with its application for federal registration, argued
that FLEXLINE is suggestive.

FLEXLINE is essentially a clever way of saying “flexible line of credit.”

Since it is a made-up word, it is not generic or even merely descriptive. It is
suggestive as it is meant to evoke the idea of a flexible line of credit, though the fanciful
category also makes sense as it is a made-up combination of two words. Either way,

17



FLEXLINE fits into a category that merits protection.
D. Likelihood of Confusion

Likelihood of confusion is the most important consideration in deciding a
trademark infringement case.

Under section 1125(a), a plaintiff may prevail if a defendant’s use of a mark is
“likely to cause confusion, or to cause mistake, or to deceive as to the affiliation,
connection, or association of such persons with another person, or as to the origin,
sponsorship, or approval of his or her goods, services, or commercial activities by
another person.” This element is determined by a consideration of the following factors:
(1) strength of the plaintiff's mark, (2) relatedness of the goods or services, (3) similarity
of the marks, (4) evidence of actual confusion, (5) marketing channels used, (6) likely
degree of purchaser care and sophistication, (7) defendant’s intent in selecting its mark,
and (8) likelihood of expansion of the product lines using the marks. Frisch’s

Restaurants, Inc. v. Elby’s Big Boy of Steubenville, Inc., 670 F.2d 642, 648 (6" Circ.

1982).
These factors must be considered together and “imply no mathematical

precision.” Wynn Qil Co. v. Thomas, 839 F.2d 1183, 1186 (6™ Cir. 1988). The factors

“are not immutable, but merely indicate the need for weighted evaluation of the pertinent

facts in arriving at the legal conclusion of the confusion. Frisch’s Restaurants, 759 F.2d

at 1264. In fact, “a plaintiff need not show that all, or even most of the factors listed are
present in any particular case to be significant.” 1d. The ultimate question is merely
“‘whether relevant consumers are likely to believe that the products or services offered

by the parties are affiliated in some way.” Daddy’s Junky Music Stores, Inc. v. Big
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Daddy’s Family Music Ctr., 109 F.3d 275, 280 (6" Cir. 1997); Homeowners Group, 931

F.2d at 1107.
E. Likelihood of Confusion Factors
1. Strength of the Mark
a.

Likelihood of confusion increases with the strength of the mark. Homeowners
Group, 931 F.2d a 1107. The strength of a mark is a determination of the mark’s
distinctiveness and degree of recognition in the marketplace. 1d. “A mark is strong if it
is highly distinctive, i.e., if the public readily accepts it as the hallmark of a particular
source; it can become so because it is unique, because it has been the subject of a
wide and intensive advertisement, or because of a combination of both.” Callman,

Unfair Competition, Trademarks & Monopolies, § 20.43 (4™ Ed. 1983).

b.

Fifth Third has shown that FLEXLINE is being used in connection with banking
services offered nationwide by at least twenty-two other banks, primarily with a home
equity loan product. Fifth Third has also shown that FLEXLINE is being used in
connection with products other than financial products. These uses in addition to the
federal registration of FLEXLINE and FLEX LINE PLATINUM PLUS for financial
services in the form of credit cards indicates that the mark is weak as it is commonly

used. See First Savings Bank F.S.B. v. First Bank Systems, Inc., 101 F.3d 645, 654

(10™ Cir. 1996) (“extensive third-party use of the disputed term indicates that the term

itself deserves only weak protection”).
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C.
Comerica argues that “voluminous research results . . . do not establish that
[plaintiff's] marks are weak, because they do not reveal the scope of use of the other,

similar marks.” Express Funding, Inc. v. Express Mortgage, Inc., 894 F. Supp. 1109,

1100 (E.D. Mich. 1995). Instead, “[iln order to be accorded weight a defendant must
show what actually happens in the marketplace.” Id. It argues that Fifth Third’s internet
findings do not indicate anything persuasive about the strength of Comerica’s use of
FLEXLINE. It also asserts that Fifth Third has not been able to find a registration for the
mark FLEXLINE for a home equity loan product.

d.

This factor massively favors Fifth Third. FLEXLINE is popular in the banking
industry as well as in the banking world, as it is a contraction of “flexible line of credit”
that sounds simple and catchy. Although not all of the uses in the banking industry
apply to a home equity loan product (e.g. the registered use for credit card services),
these other uses create an atmosphere in which FLEXLINE is familiar to banking
customer such that they would not necessarily associate it with any one particular bank.
Importantly, FLEXLINE as a mark for a home equity loan product only makes sense to a
bank customer, or potential bank customer, when associated with the house mark of the
bank.

2. Relatedness
Relatedness is the most important inquiry in the likelihood of confusion

determination. Homeowners Group, 931 F.2d at 1109. This factor seemingly favors

Comerica since Fifth Third is offering a nearly identical service. When there is direct
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competition for services, confusion is considered likely if the marks are sufficiently
similar. Id. at 1108. However, given the need to include the housemark of each of the
parties in conjunction with the use of FLEXLINE the significance of the relatedness
factor is significantly diminished.
3. Similarity
a.
In evaluation the similarity of trademarks, a superficial side-by-side comparison is

not the appropriate test. Wynn Qil, 839 F.2d at 1188. Rather, “the marks must be

viewed in their entirety and in context.” Homeowners Group, 931 F.2d at 1109. “A
court must determine, in the light of what occurs in the marketplace, whether the mark
will be confusing to the public when singly presented.” Id. (citations omitted).

The addition of words can be sufficient to distinguish marks. See In re Hearst

Corp., 982 F.2d 493 (1992) (finding presence of term GIRL in VARGA GIRL sufficient to

distinguish from VARGAS for identical goods); Frisch’s Restaurant, 759 F.2d 1261,

1266-67 (holding that the use of the Shoney’s name over any subsidiary product line
mark . . . reduces the likelihood of confusion). Slight modifications of a mark do not

necessarily preclude infringement, however. See Induct-O-Matic Corp. v. Inductotherm

Corp., 747 F.2d 358, 363-64 (6™ Cir. 1984) (addition of “matic” does not distinguish the
“‘induct-o-matic” from the trademark “inducto”).

While in some situations use by a defendant of its corporate name in connection
with a plaintiffs mark may be “an aggravation and not a justification, for it is openly
trading in the name of another upon the reputation acquired by the device of the true

proprietor,” Menendez v. Holt, 128 U.S. 514, 521 (1888) (internal citations omitted), this
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circumstance has no application here and the contrary is true. Fifth Third uses
FLEXLINE in juxtaposition or close approximation with its house mark FIFTH THIRD.
Its name distinguishes it from Comerica. This is supported by the fact that Fifth Third’s
trademark application for FIFTH THIRD EQUITY FLEXLINE and Comerica’s trademark
application for COMERICA’S HOME EQUITY FLEXLINE have each been allowed over
MBNA'’s FLEXLINE registration. In the banking world, consumers are used to seeing

banks with similar names offer products with similar names. See, e.g., Sun Banks of

Fla. v. Sun Fed. Sav. and Loan, 651 F.2d 311 (5" Cir. 1981) and cases cited therein.

See also Worthington Foods, Inc. v. Kellogg Co., 732 F. Supp 1417, 1441 (S.D. Ohio

1990) (“the display of a company’s own familiar mark on a product reduces the

likelihood of confusion which might stem from the simultaneous use of another’s mark.”)
b.

While the similarity factor would seem to favor Comerica if we were looking at
FLEXLINE alone as the mark in dispute, it does not weigh in favor of Comerica,
however, because the use of a house mark in conjunction with FLEXLINE has been
clearly established. Banking is an industry in which customers are used to seeing very
similar marks. As just observed, as the record stands there is no evidence that potential
customers are not capable of distinguishing between Comerica and Fifth Third.

4. Evidence of Actual Confusion
a.

“Convincing evidence of significant actual confusion occurring under actual

marketplace conditions is the best evidence of a likelihood of confusion.” 3 J.

McCarthy, McCarthy on Trademarks and Unfair Competition § 23.13. The absence of
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such evidence is not dispositive, however. See Kraft General Foods, Inc. v. Allied Old

English, 831 F. Supp. 123, 130 (S.D.N.Y. 1993); Wynn Qil, 839 F.2d at 1188. A
successful Lanham Act plaintiff need only show a sufficient potential of confusion, not

actual confusion. Daddy’s Junky Music Stores, 109 F.2d at 284. As stated in

Champions Golf Club, Inc. v. The Champions of Golf Club, Inc., 78 F.3d 1111, 1119 (6"

Cir. 1996);

Courts have consistently held that “evidence of actual
confusion is undoubtedly the best evidence of a likelihood of
future confusion.” Nonetheless, “actual confusion is only
one of several factors.” Moreover, because such evidence is
“difficult to produce and frequently discounted as unclear or
insubstantial,” the factor should be “weighted heavily only
when there is evidence of past confusion, or perhaps, when
the particular circumstances indicate such evidence should
have been available,” Thus, absence of such evidence, in

the usual case, is not weighted heavily against a plaintiff.
(internal citations omitted).
b.

As previously described, Comerica has offered no evidence that there is actual
confusion in the marketplace. Importantly, Comerica has not shown that such evidence
is not available (for example, polling data), and has not even attempted to show how
prospective customers respond to its advertising and what it is in its advertising that

attracts their attention. As stated in Nabisco, Inc. v. P.F. Brands, Inc., 191 F.3d 208,

228 (2d Cir. 1999):

If consumers have been exposed to two allegedly similar
trademarks in the marketplace for an adequate period of
time and no actual confusion is detected either by survey or
in actual reported instances of confusion, that can be a
powerful indication that the junior trademark does not cause
a meaningful likelihood of confusion. . . .
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This factor weights heavily in favor of Fifth Third.
5. Marketing Channels
In the major portion of the lower peninsula of Michigan the parties compete for
the same customers and they use the same advertising media. This factor favors
neither party.
6. Customer Care and Sophistication
a.

Generally, in assessing the likelihood of confusion, the standard used by the

courts is the typical buyer exercising ordinary care. Homeowners Group, 931 F.2d

1100. The standard may increase when the buyer has expertise or is otherwise more

sophisticated as to the transaction at issue or when the services are expensive or

unusual because, in these instances, the buyer is expected to use greater care. Id.
b.

Fifth Third correctly asserts that customers exercise a high degree of care in
choosing banking services because acquiring a home equity line of credit is a major
transaction. “[Clonsumers tends to exercise a relatively high degree of care in selecting
banking services. As a result, customers are more likely to notice what, in other

contexts, may be relatively minor differences in names.” First National Bank in Sioux

Falls v. First National Bank South Dakota, 153 F.3d 885, 889 (8" Cir. 1998); see also

Empire National Bank v. Empire of America FSA, 559 F. Supp. 650, 655 (W.D. Mich.

1983) (finding the mark Empire to be a weak mark when used in connection with
financial services because banks and insurance companies have greater latitude in
choosing corporate names).
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C.
Comerica argues that consumers lack sophistication in choosing a bank and that
Fifth Third is capitalizing on their lack to take advantage of Comerica’s advertising
campaign to its own benefit. Comerica argues that consumers are confused, and
possibly intimidated by, the many financial loan offerings in the marketplace. For
example, they say their “Dick and Jane” advertising campaign was meant to project a
tone of simplicity and straightforwardness. They also say the many banking

consolidations also confuse the public as to the source of their banking products. See

Champions Golf Club, 78 F.3d at 1121. They therefore say that although banking
customers may exercise care in choosing a bank, they are not sophisticated. What is
wrong with this argument is that there are simply no proofs to support it in the record.

Comerica argues their customers may know with whom they are dealing at the
time they sign Fifth Third’s application forms, but may have begun their quest in
response to Comerica’s investment of millions in marketing, advertising, and customer
service.

d.

The factor weighs heavily in favor of Fifth Third. The probabilities are that
consumers are likely to exercise care in choosing a bank for a transaction which puts a
second mortgage on their home.

However, Comerica’s arguments that customers’ lack of sophistication makes
them susceptible to “initial interest” confusion requires some discussion.

Comerica argues that while it is true that a customer knows with whom it is
dealing when he or she signs Fifth Third forms, they could have begun their quest for a
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home equity loan product in response to Comerica’s advertising and cite Door-Oliver

Inc. v. Fluid-Quip, Inc., 94 F.3d 376, 382 (7™ Cir. 1996) in support:

the Lanham Act forbids a competitor from luring potential
customers away from a producer by initially passing off its
goods as those of the producer’s even if confusion as to the
source of the goods is dispelled by the time any sales are
consummated. This ‘bait and switch’ of producers, also
known as ‘initial interest’ confusion, will affect the buying
decisions of consumers in the market for the goods,
effectively allowing the competitor to get its foot in the door
by confusing consumers.

The difficulty Comerica has in arguing “initial interest confusion” is again the
difficulty it has had all along in making its case; there is simply no evidence of this
likelihood. Eighty-four percent approximately of the home equity loans by Comerica and
by Fifth Third originate with existing customers. The extent to which new customers are
attracted by advertising is an unknown as to what has attracted them. Additionally, the
cases which support the “initial interest confusion” syndrome are of a far different order

than the situation here.

In Blockbuster Entertainment Group v. Laylco, Inc., 869 F. Supp. 505, 513 (E.D

Mich. 1994), the Court said:

... the issue in this case is the degree of likelihood that the
name “Video Busters” would attract potential customers
based on the reputation built by Blockbuster. That a
customer would recognize that Video Busters is not
connected to Blockbuster after entry into a Video Busters
store and viewing the Video Busters membership
application, brochure, video cassette jacket, and store layout
is unimportant. The critical issue is the degree to which
Video Busters might attract potential customers based on
the similarity to the Blockbuster name. The court finds that
Video Busters might attract some potential customers based
on the similarity to the Blockbuster name. Because the
names are so similar and the products sold are identical,
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some unwitting customers might enter a Video Busters store

thinking it is somehow connected to Blockbuster. Those

customers probably will realize shortly that Video Busters is

not related to Blockbuster but [under the initial interest

confusion rule that is irrelevant.

Here the application for a home equity loan must not only go to the premise of

that bank making the loan and fill out a multitude of papers but also has three days
following signing the papers to rescind the transaction.

Both Brookfield Communications v. West Coast Entertainment Corporation, 174

F.3d 1036 (9th Cir. 1999), and PACCAR, Inc. v. Telescan Technologies, L.L.C., 319

F.3d 243 (6he Cir. 2003), cited by Comerica, involved web site domain names, a wholly
different situation than that involved here.'® As pointed out in Brookfield

Communications, 174 F.3d at 1057:

In the internet context, in particular, entering a web site takes
little effort — usually one click from a linked site or a search
engine’s list; thus, Web surfers are more likely to be
confused as to the ownership of a web site than traditional
patrons of a brick-and-mortar store would be of a store’s
ownership.

See also Jason Allen Cady, Note: Initial Interest Confusion: What Ever Happened To

Traditional Likelihood Of Confusion Analysis, 12 Fed. Cir. B.J. No. 4 at p. 643.

In sum, as observed in Homeowners, supra, at 1111:

Selling [or mortgaging] one’s property is likely the most
significant commercial transaction ever undertaken for most
people . . . customers are likely to carefully select the
provider of sales [of mortgage] services.

'%See Niton Corp. v. Radiation Monitoring Devices, Inc, 27 F. Supp. 2d 102 (D.
Mass. 1998) (discussing the complexity of the internet world and trademark
infringement regarding to use of a “META” description to infringe).
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7. Intent
a.
This factor asks whether the defendant adopted the mark with the intention of
capitalizing on plaintiff's reputation and goodwill and any confusion between the

defendants and the senior user’s goods or services. Lang v. Retirement Living Pub.

Co., Inc., 949 F.2d 576, 583 (2d Cir. 1991). “If a party chooses a mark with the intent of

causing confusion, that fact along may be sufficient to justify an inference of confusing
similarity.” Wynn Qil, 839 F.2d at 1189. “Where a second-comer acts in bad faith an
intentionally copies a trademark or trade dress, a presumption arises that the copier has

succeeded in causing confusion.” Paddington Corp. v. Attiki Importers & Distributors,

Inc., 996 F.2d 577, 586-87 (2d Cir. 1993)). On the other hand, “[a]n ‘innocent’ or bona
fide junior user . . . is one, we think, whose use is not attributable to intent to obtain a

free ride on the reputation of the owner of the trademark.” Nalpac Ltd. v. Corning Glass

Works, 784 F.2d 752, 755 (6th Cir. 1986) (citing Triumph Hosiery Mills, Inc. v. Triumph

International Corp., 308 F.2d 196, 199 (2d Cir. 1962)).

Intentional infringement can be shown by circumstantial evidence. Data

Concepts, Inc. v. Digital Consulting, Inc., 150 F.3d 620, 626 (6th Cir. 1994). “In

determining a defendant’s intent, ‘actual or constructive knowledge’ of the prior user’s
mark or dress may indicate bad faith. Where such prior knowledge is accompanied by
similarities so strong that it seems plain that deliberate copying has occurred, we have
upheld finding of bad faith.” Paddington, 996 F.2d at 587. However, mere knowledge
of a plaintiff's name does not necessarily impute bad faith in the choice of a defendant’s

mark. Wonder Labs Inc. v. Proctor & Gamble Co., 728 F. Supp. 1058 (S.D.N.Y. 1990).
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b.
Here Fifth Third has clearly established that it was not aware of Comerica’s use
of FLEXLINE or of Comerica’s advertising when it began use of FLEXLINE.
As the record stands there can be no dispute over the fact that Fifth Third
established that it developed its use of FLEXLINE independently of Comerica.
8. Expansion of Product Lines
This factor is relevant where the goods and services of the parties are not

identical but where they are somewhat related. Jet, Inc. v. Sewage Aeration Systems,

165 F.3d 419, 422 (6th Cir. 1999). Here both parties already occupy the same field of a
home equity loan product. This factor is irrelevant.
9. Summary

Comerica has not come anywhere close to establishing that there is a likelihood

of confusion between the competing marks.
VI. Conclusion

Comerica has shown that FLEXLINE is a fanciful or suggestive mark albeit a
weak mark, and so is worthy of some protection. Comerica has also shown continuous
use of FLEXLINE, and a use which precedes that of Fifth Third, in the lower peninsula
of Michigan. However, Comerica has not shown use of FLEXLINE as a stand alone
mark but only in juxtaposition with the housemark Comerica or very close to it. The
customer or potential customer is not confused when he or she observes FLEXLINE in
juxtaposition or close to the housemark of Fifth Third. Simply put, Comerica has not
shown either actual confusion or the likelihood of confusion. It is for this reason that this
case is being dismissed.
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SO ORDERED.

/sl

AVERN COHN
UNITED STATES DISTRICT JUDGE
Dated: August 20, 2003
Detroit, Michigan
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